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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 



MONTH(S) OR THIRTY (30) DAYS, 



WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )D Responsive to communication(s) filed on . 

2a)Q This action is FINAL. 2b)^ This action is non-final. 



3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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After reviewing of the file history of the present application , It has been determined 
that the effective date for claims 22-81 in the present application is September 24, 1997 
which corresponds to the filing date of applicants provisional application 60/059861. A 
key factor in making this decision was the review of applicants prior applications 
08/474229 ( now US Patent 6176240) and application 08/475252 which have an 
effective filing date of June 07, 1995 and provisional application 60/059861 which has 

■ 

an effective date of September 24, 1 997. 

Claims 24 and 81 in the present application are representative of the critical limitations 
on which the effective filing date of claims 22-81 was decided. 

* 

Claim 24 (Previously Presented) A contraceptive device, comprising 

a) a tubular body which is expandable from a first tubular configuration to a 

second larger tubular configuration to facilitate securing at least a portion of the 

* 

tubular body to a wall portion defining at least in part a lumen of a patient's 
reproductive system and which has an open framework facilitating the in growth 
of tissue cells; a member within the expandable tubular body which is configured 
to support tissue growth. 

Claim 81 . (New) A contraceptive device, comprising 

a) a body expandable within a lumen of a patient's reproductive system from 
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a first tubular configuration to a second tubular configuration, the second tubular 

* 

configuration having a larger cross-sectional profile than the first tubular 
configuration relative to an axis of the contraceptive device to facilitate securing 
at least a portion of the body to a wall portion defining at least in part a lumen of a 
patient's reproductive system, the body comprising a helical coil and allowing the 
in growth of tissue 

b) a material disposed at least in part within the expandable body so as to 
incite tissue in-growth. 

Applicant has asserted that he has a basis for all of the limitation recited of claims 24 
and 81 in his prior applications 08/474229 (now US Patent 6176240) and application 
08/475252. After a careful review of these applications, it has been determined that 
applicant has a basis for a contraceptive device that expands from a first to a larger 
configuration but he does not have a basis for " a contraceptive device that has a 
first tubular configuration and expands to a second larger configuration about an 
axis of the contraceptive device" or "expansion from a first tubular configuration 
to a second larger tubular configuration" The examiner is of the opinion that in 
applicants prior applications and patent, the disclosed contraceptive device does in fact 
expand in size but it does not expand about a tubular axis of the contraceptive 

device to lodge itself in the reproductive tract. Its has also been determined that in the 

• <» . 

in applicants previous disclosures in 08/474229 (now US Patent 6176240) and 
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application 08/475252, the inner diameter of the initial tubular member appears to 

* 

remain the same in the expansion to the second larger tubular configuration. These 
limitations are critical to applicants assertion that he has a basis for claims 24 and 81 in 
his prior disclosures. It appears that a proper interpretation of applicant claims to 
"expansion to a larger tubular configuration" should be evaluated in light of 
applicants previous disclosures which supports a larger configuration but not a larger 
tubular configuration where the inside diameter of the first tubular members is increased 
as a result of the expansion. 

It is also important to note that in claim 81 it is not clear which "axis" applicant is 
referring to . It is presumed to be the longitudinal axis given that this interpretation 
would result in the securing of the tubular contraceptive device to the wall of the 
reproductive lumen passage. 

In light of the above positions taken by the examiner the following rejections now apply 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: . 

•». 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 81 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 

j 

regards as the invention. Claim 81 recites "an axis of the contraception device" This 
limitation is considered or to be indefinite in that the exact an about which the device 
expands has not been specified. 
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1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Given that it has been determined by the examiner that claims 22-81 have an effective 

i 

filing date of September 24, 1997 , the following rejection applies 



2. Claims 22-81 rejected under 35 U.S.C. 102(e) as being Anticipated by Callister 
et al. US 7073504. 

Callister et all discloses A contraceptive device, in Figs 1-18 that comprises 
a) a body expandable within a lumen of a patient's reproductive system from 
a first tubular configuration to a second tubular configuration, the second tubular 
configuration having a larger cross-sectional profile than the first tubular configuration 
relative to an axis of the contraceptive device to facilitate securing at least a portion of 
the body to a wall portion defining at least in part a lumen of a patient's reproductive 
system, the body comprising a helical coil and allowing the in growth of tissue 
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b) a material disposed at least in part within the expandable body so as to 

* 

incite tissue in-growth. 
Claims 12-21 are allowable. 

Should applicant decided to provoke an interference with application 08/770123 (now 
US Patent 7073504) please consider procedures set forth in MPEP 2304 for the most 
recent requirements. 

* 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Henry Bennett whose telephone number is 571-272- 
4791 . The examiner can normally be reached on Monday through Friday from 8:00 am 
until 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Henry A. Bennnett can be reached on (703) 571-272-4791 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAiR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

■ 

USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Hab 



Supervisory Patent Examiner 

Group 3700 




